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Office Action Summary 


Application No. 
09/226,467 


Applicant(s) 


Falco 


Examiner 


Khanh Dang 


Group Art Unit 
2837 



Kl Responsive to communication(s) filed on Dec 2 1, 2000 . 

Kl This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayie, 1935 CD. 11; 453 O.G. 213. 

3 month(s), or thirty days, whichever 


A shortened statutory period for response to this action is set to expire 3 

is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 


Disposition of Claims 
Kl Claim(s) 1-23 


is/are pending in the application. 


Of the above, claim(s) 
□ Claim(s) 


Kl Claim(s) 1-23 

□ Claim(s) 

□ Claims 


is/are withdrawn from consideration. 

is/are allowed. 

I is/are rejected. 

, is/are objected to. 


are subject to restriction or election requirement. 


Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□approved 


□ The proposed drawing correction, filed on 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 


is 


disapproved. 


Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 
□ All □ Some* DNone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: 


□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 


— SEE OFFICE ACTION ON THE FOLLOWING PAGES 
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DETAILED ACTION 


Claim Rejections - 35 USC §103 


1. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over either 
Powers et al. (cited by the applicant) in view of Leonard (cited by the applicant). 

Powers et al. discloses the claimed invention except for the use of a detectable insert for 
enabling recovery of the earplugs. Leonard discloses the use of a detectable insert in the earplugs 
so that if lost, the earplugs can be traced. It would have been obvious to one of ordinary skill in 
the art at the time the invention was mas made to provide the earplugs of either carr or Powers et 
al. with a detectable insert as taught by Leonard for the purpose of enabling recovery of the 
earplugs when lost. 


Response to Arguments 
2. Applicant's arguments filed 12/21/2000 have been fully considered but they are not 
persuasive. Applicant argued that there is no teaching or motivation to combine. In response to 
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Applicant's argument, the test for obviousness is not whether the features of a secondary 
reference may be bodily incorporated into the structure of the primary reference; nor is it that the 
claimed invention must be expressly suggested in any one or all of the references. Rather, the test 
is what the combined teachings of the references would have suggested to those of ordinary skill 
in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). Further, in response to 
Appliacnt's argument that there is no suggestion to combine the references, the examiner 
recognizes that obviousness can only be established by combining or modifying the teachings of 
the prior art to produce the claimed invention where there is some teaching, suggestion, or 
motivation to do so found either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. 
Cir. \9%%)m&InreJoms y 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). Leonard clearly 
teaches the use of a detectable insert so that to provide "assurance to the food, beverage, tobacco, 
and pharmaceutical industries that lost earplugs [will be detected and therefore,] will not be 
processed" (Leonard, column 2, lines 1-6). Also, In Leonard, the detectacle insert always has to 
be encapsulated with the body of the earplug. One may even use the detectable earplug without 
the need of a cord. Therefore, without the need of a cord, forming an open ended channel for the 
cord is unnecessary. See Leonard, column 2, lines 22-25. Furthermore, if one provide a 
detectable insert to a foam body of Powers et al., as taught by Leonard, the detectable insert must 
be encapsulated by the foam body, since the material of the foam body of Powers et al. is a 
recovery foam. A characteristic of such a type of a recovery foam is that "upon distortion ...the 
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foam material temporary distorted and then slowly recovers its original shape" (Powers et al., 
column 2, lines 35-38). 

3. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 


4. Any inquiry concerning this communication should be directed to K. Dang at telephone 


number (703)308-0211. 


KHANH DANG 
PRIMARY EXAMINER 
GROUP 2100 


